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An Organization For The 
Protection of Trade-Marks and Trade Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


RESERVOIR OF TRADE-MARK INFORMATION 


During its sixty-two years of existence the Association has been accumulating comprehensive 
records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Special Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where trade-mark owners are confronted by state, federal or foreign trade-mark 
laws, rules and regulations of administrative bodies or proposed laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
involved so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


WAR LEGISLATION AND TRADE-MARKS 
By Stephen P. Ladas 


I 


The war of necessity affects the normal operation of the law and regulations on 
industrial property rights. Legislative measures have already been taken or will 
be taken affecting such rights and a study of these measures appears necessary at 
this time. In this connection the experience of the last World War is instructive. 

To begin with, there has been no instance of a belligerent country taking the 
position that the International Convention for the Protection of Industrial Property 
or the Madrid Arrangements have been abrogated by the outbreak of the war as 
between countries now at war. This was also true of the World War of 1914-1918." 
The view admitted was that the convention was a multipartite international agree- 
ment of a juristic rather than a political nature and that, at the worst, certain of its 
stipulations were suspended to the extent and for the time commanded by the 
necessities of the war. After the outbreak of the present war, the International 
Union for the Protection of Industrial Property received a new addition of strength 
by the accession of Belgium and Switzerland to the texts of the International Con- 
vention, the two Madrid Arrangements and The Hague Arrangement on Designs.’ 

Regarding specifically trade-marks, the legislative measures in the last World 
War may be broadly classified under two categories : 


(1) Measures against trade-marks of enemy aliens. 


Applications for the registration of trade-marks filed by enemies were suspended 
in British countries, Austria, Hungary, Germany, Italy, France, Japan, Portugal 
and Tunis. On the other hand, several countries provided for the grant of com- 
pulsory licenses for the use of registered trade-marks of enemy aliens upon proof of 
a public interest involved. 


(2) Measures for the preservation of trade-mark rights. 


These were taken by practically all countries party to the International Conven- 
tion on behalf of all foreigners except that Italy excluded enemy aliens from these 
benefits. Thus, the period of the right of priority of Article 4 of the convention 
for the filing of trade-mark applications was extended in view of the upheaval caused 
by the war, the interruption of communications, embargos, military service of 
applicants and the like. The extensions granted, however, varied in the belligerent 
as well as in the neutral countries. The requirement for the use of a registered 
trade-mark within a period provided for by the law was suspended in Brazil and in 
many countries extensions of time were freely granted by the Patent Office for the 
compliance with legal requirements or rights lost by a lapse of period were restored. 
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The significant thing about all this legislation or regulation was that in most 
countries its benefits could be claimed by foreigners only on the basis of reciprocity. 
In other words, an extension of period in country A was available to trade-mark 
owners, nationals of country B, provided the latter country granted the same benefit 
to the nationals of country A. In some countries legislative reciprocity was suffi- 
cient ; in others diplomatic reciprocity was required, i.e., the existence of reciprocity 
should be proven by a declaration of the country concerned and it was not sufficient 
that the same was in fact available. Then, equivalent treatment was sometimes 
required and at other times substantially similar treatment was sufficient. 

Subsequently, the treaties of peace re-established the pre-war regime and re- 
stored, in general, rights affected or lost during the war with certain exceptions 
concerning enemies, while stipulations were made for the preservation of rights 
affected by territorial changes. And as these treaties could not affect neutral coun- 
tries, it was necessary for the members of the Industrial Property Union to enter 
into the Berne Arrangement of 1920 which extended to the relations between 
neutral countries provisions similar to those of the Treaties of Peace. 


II 


Before proceeding with the consideration of the legislative measures taken in 
the various countries as a result of the war for the purpose of affecting enemy-owned 
trade-mark rights or preserving such rights which might be lost by reason of the 
war situation, it is of interest to consider the legislation which purports to regulate 
trade-mark rights affected by the territorial changes that have already taken place. 

In this category belongs the legislation occasioned by the absorption by the 
German Reich of Austria, Danzig and the Sudeten territories, the dismemberment 
of Czechoslovakia, and the Japanese occupation of China. Of interest is also the 
legislation adopted upon the consolidation of Spain after its division by the Civil 
War into the so-called Nationalist Government of Burgos and the so-called Loyalist 
Government at Madrid. 

Austria became, under German law, a part of the German Reich on March 13, 
1938 ; the Sudeten territories on October 1, 1938, and Danzig on September 1, 1939. 
The Protectorate of Bohemia and Moravia, otherwise known as Czechia, was 
proclaimed on March 15, 1939, and Slovakia proclaimed its independence on 
March 14 of the same year. 

In Austria, the Patent Office became a branch of the German Reichspatentamt 
of Berlin on May 14, 1938.° After that date no new trade-mark applications could 
be filed in Austria. All trade-marks filed after such date in Germany extend to the 
former Austrian territory. Subsequently, an Ordinance of January 18, 1940,* 
undertook to consolidate the situation. The principle of this Ordinance which went 
into effect on April 1, 1940, was that after this date the effects of registrations in 
Austria extended to the German Reich as increased by the acquisition of Danzig 


1. See Ladas, The International Protection of Industrial Property, pp. 721 ff. 

2. The accession was announced on October 24 and became effective on November 24, 1939. 

3. Ordinance of April 28, 1938. Propriété Industrielle, 1938, p. 79. See also Ibid. 1938, 
pp. 118, 217; 1939, p. 153. 

4. Ibid. 1940, p. 23. See also Ordinance of July 27, 1940, Ibid. 1940, p. 159. 
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and the Sudeten territories and vice versa insofar as such marks were not already 
effective there by virtue of prior legislation. The application of this principle 
involves various rules which are not devoid of great difficulties.° 

In Danzig, the Patent Office ceased, as of November 16, 1939,° to accept trade- 
mark applications. Trade-marks registered there continue to be protected until 
their expiration. From January 1, 1940, all German laws are applicable to Danzig 
including the trade-mark law, and presumably trade-mark registrations in Germany 
proper extend to Danzig, subject to prior rights existing there. 

The dismemberment of the Republic of Czechoslovakia created a complex situa- 
tion with regard to trade-mark rights. The following distinct territories are 
involved : 

(1) The Sudeten territories. A German Decree of October 1, 1938, maintained 
in force the old Czechoslovakian law and a subsequent Ordinance of October 8, 
1938,’ prescribed that all laws of the Reich subsequent to October 10, 1938, were 
to be applicable therein. The Czechoslovakian law ceased to be applicable on 
June 30, 1939, under the subsequent law of March 25, 1939, and the Ordinance of 
August 4, 1939.5 This law divided these territories into three parts as of July 1, 
1939: 


(a) territories annexed to the former territory of Austria; 
(b) territories attached to Bavaria and Prussia; 
(c) Sudeten Region (Reichsgau Sudetenland). 


In part (a) rights acquired up to October 10, 1938, are protected. All marks 
registered in the Berlin Patent Office after July 1, 1939, extend to this territory 
in the same way as they extend to the other territory of former Austria. In part 
(b) the situation after July 1, 1939, is the same as in Danzig (supra). In part (c) 
the Czechoslovakian law continued to apply. Thus, marks registered in Czecho- 
slovakia up to October 10, 1938, are effective in the Sudeten Region. From that 
date on, marks may be registered for the Region in the Chambers of Commerce of 
the district. This provisional situation in the Sudeten Region came to an end with 
the German Ordinance of January 31, 1940,° effective February 12, 1940. Marks 
protected as above in the Region continued to be so protected until December 31, 
1940. From that date on: (i) rights derived in the Region from registrations in 
Czechoslovakia could be revalidated by application filed in a special Register in the 
Reichspatentamt in Berlin prior to September 30, 1940, and thereafter renewed ; 
(ii) trade-marks filed in Germany after October 10, 1938, extend to the Sudeten 
Region subject to rights of third parties there. 

(2) The Teschen district occupied by Poland in October, 1938, and later an- 
nexed by Slovakia has not given occasion to any special legislation. 

(3) The Carpatho-Russian territory of Ruthenia was annexed by Hungary on 
March 17, 1939. A Hungarian Decree of June 13, 1939,” enabled owners of trade- 


See discussion and analysis in Propriété Industrielle, 1940, pp. 74 ff. 
Ordinance of November 16, 1939, Ibid. 1939, p. 190. 

Ibid. 1938, p. 198. 
Ibid. 1939, p. 142. 
Ibid. 1940, p. 25. 
Ibid. 1939, p. 122. 
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marks in force in that territory on June 15 to validate such rights in Hungary by 
application filed in the Hungarian Patent Office up to December 31, 1939. The 
validation extends to the whole of Hungary subject to existing prior rights. 

(4) Slovakia declared its independence on March 14, 1939. Obviously, after 
that date registrations in the Prague Patent Office of Czechia did not extend to 
Slovakia. A Law of October 8, 1940 (effective November 3, 1940)” provided 
that trade-mark registrations in force in Czechoslovakia on March 13, 1939, might 
be validated in Slovakia if application was filed before February 3, 1941. A three- 
month extension of this period to May 3, 1941, was granted by the Ministry of 
Economy. The provisions of the law are applicable to foreigners on condition of 
reciprocity. 

(5) The Protectorate of Bohemia and Moravia, else known as Czechia, con- 
tinues to be governed by the laws of the Czechoslovakian Republic and the Patent 
Office at Prague continues to function normally. 

A German Decree of May 23, 1940, annexed to the Reich the Belgian terri- 
tories of Eupen, Malmedy and Moresnet, and trade-marks protected in Germany 
were extended to these territories. No action was taken to protect rights acquired 
in such territories except that, by an Ordinance of July 18, 1940, conflicting marks 
were allowed to be used there until December 31, 1941.” 

In China the so-called Central Government established in Nanking under Wang 
Ching-Wei purports to administer the territory of China under Japanese occupa- 
tion. This government promulgated Trade-Mark Regulations under date of 
May 24, 1940, providing for the validation in its territory of trade-mark rights 
acquired by registration in the Bureau of Trade-Marks of the Chinese Republic 
which is now located at Chungking. 

Under these Regulations, all trade-mark registrations obtained subsequent to 
November 19, 1937 at the Bureau of Trade-Marks of the Chinese Republic could 
be validated in the Central Government territory prior to August 24, 1940. On the 
other hand, trade-mark registrations in the Chinese Republic prior to November 19, 
1937, could be validated in the Central Government territory prior to November 24, 
1940. 

Owners of trade-marks coming under either of the two categories who failed to 
act within the above time limits may register their marks with the Central 
Government. 

The Spanish Civil War created a precarious situation for industrial property 
rights of foreigners. The Loyalist Government of Madrid had granted a general 
moratorium on all terms fixed by law, regulations or international conventions, 
while the Insurgent or so-called Nationalist Government of Burgos refused to 
recognize this moratorium. After the end of the Civil War the Spanish Decree of 
May 3, 1940,’** repudiated all acts and moratoria of the Madrid Government for 
the period between July 18, 1936, and April 1, 1939. Decisions on the grant or 
denial of registrations during this period were to be revised by the Patent Office 


11. Jbid. 1940, p. 198. 
12. Ibid. 1940, p. 158. 
12a. Propriété Industrielle, 1940, p. 128. 
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and might be maintained or rectified. All notices to applicants or publications were 
deemed null and ineffective and new were to be made. The term of opposition on 
publications made within the two months immediately preceding July 17, 1936, 
was deemed to be computed from April 1, 1939. 

Under the Decree all trade-mark applications filed in the Patent Office in Madrid 
during the aforesaid period could be validated if they were refiled before July 3, 
1940, but they would not be effective against applications filed by other persons in 
respect of the same or similar marks in the Burgos Patent Office. Foreign trade- 
mark owners were given an extra month to August 3, 1940, for the validation in 
question subject, however, to reciprocity (Arts. 5 and 7). 

All payments made to the Patent Office during the aforesaid period from July 18, 
1936, to April 1, 1939, such as quinquennial taxes for trade-marks, registration 
fees, recordal fees, were deemed as not having been effected, and had to be re- 
effected. A moratorium of six months was granted for all such payments to Novem- 
ber 3, 1939, on condition of reciprocity. 

Priority periods under the International Convention in respect of applications 
filed during the Civil War were computed from the date the Decree became effective 
on May 3, 1940, only, however, on condition of reciprocity. Subsequently, this was 
extended to June 21, 1941, again on the basis of priority. 


III 


The legislative measures passed by the various belligerent and neutral countries 
with respect to trade-mark rights may be considered under the following headings : 


(1) Legislative Measures Concerning Enemies. 


Such measures were taken by the British countries, Germany, France and Italy. 

The British Trading with the Enemy Act, 1939,’* prohibited trading with the 
enemy. A person is deemed to have traded with the enemy if he has any intercourse 
or dealings with or for the benefit of an enemy, and particularly paid or transmitted 
any money for the benefit of an enemy or to a place in enemy territory or performed 
any obligation to an enemy. 

“Enemy” is deemed to be any individual resident in enemy territory and cor- 
porate or unincorporate bodies carrying on business in such territory and controlled 
by an enemy and any body incorporated under the laws of an enemy state. The 
Board of Trade was authorized to appoint custodians of enemy property. 

Subsequently, the Patents, Designs, Copyright and Trade-Marks (Emergency ) 
Act, 1939,"* enacted September 21, 1939, and deemed to have become effective on 
September 3 modified the terms of the above act insofar as intercourse or dealings 
with industrial property rights of enemies were concerned. Specifically, Section 4 
provides that it shall be lawful for a trade-mark to be registered on the application 
of an enemy except that the grantee shall not be entitled to require the issue of the 
certificate of registration and the rights conferred by the registration shall be sub- 


2 & 3 Geo. 6. Ch. 89. 
14. 2&3 


Geo. 6. Ch. 107. 
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ject to the provisions concerning enemy property. The Comptroller, however, may 
in the public interest refuse to take or suspend proceedings in relation to a trade- 
mark application by an enemy. 

On the other hand, under Section 3, when it is made to appear to the Comp- 
troller that it is difficult or impracticable to describe or refer to an article or sub- 
stance without the use of a trade-mark registered in respect of such article or sub- 
stance in the name of an enemy, or owned by such, the Comptroller shall have the 
power to order the suspension of the right to the use of such trade-mark on the 
application of any person who proposes to deal in the course of trade in Great 
Britain with the said article or substance or an equivalent thereof or substitute 
therefor. 

The Order of September 7, 1939,”° authorizes payments of fees necessary for 
the registration or renewal of trade-marks in enemy territory or payments, on 
behalf of an enemy in other than enemy territory, provided the person making such 
payment has an interest in the trade-mark or uses money remitted by the enemy or 
kept for such enemy. 

Similar measures were taken by Australia,’* Canada,” New Zealand,”* Pales- 
tine,’ and the Union of South Africa.” 

Germany, by an Ordinance of January 15, 1940,” provided that, in case any 
measures are taken in any enemy country against rights of industrial property of 
German citizens or business establishments located in Germany, this country will 
take similar measures in retaliation. Similar action would be taken in case an 
enemy country should impose limitations to the acquisition of rights of industrial 
property on the part of German nationals or business establishments. 

By virtue of this law and in view of the British provisions, the German Ordi- 
nance of February 26, 1940” provides that the President of the Reichspatentamt 
may authorize the use of a trade-mark belonging to a British subject in the public 
interest insofar as this is necessary to distinguish the nature of an equivalent product 
in Germany. This measure has been extended subsequently by the Ordinances of 
July 11 and 17 and August 10, 1940, to Canada, Australia and the Union of South 
Africa.” 

In France, the Decree of September 1, 1939, prohibited any relations with 
enemies and provided for certain exceptions in Articles 15 and 16. On condition 
of reciprocity, the prohibition does not apply to acts necessary for the preservation 


15. Propriété Industrielle, 1939, p. 168. 

16. Trading with the Enemy Act, 1939, and the Patents, Trade-Marks, Designs and Copy- 
right (War Powers) Act, 1939, Propriété Industrielle, 1940, p. 61. 

17. The Patents, Designs, Copyright and Trade-Marks (Emergency) Order of October 27, 
1939. Ibid. 1940, p. 81. 

18. Emergency Regulations Act, 1939, and Enemy Trading Emergency Regulations, 1939, 
and oy Patents, Designs, Trade-Marks and Copyright Emergency Regulations, 1940, Jbid. 1940, 
p. 190. 

19. Defense Regulations made under Sec. 3 of the Emergency Powers (Colonial Defense) 
Order in Council, 1939, and the Emergency Powers (Defense) Act, 1939; Order made under 
Sec. 9 of the Trading with the Enemy Ordinance, 1939. 

20. Proclamation No. 30 of 1940. 

21. Propriété Industrielle, 1940, p. 21. 

22. Ibid. 1940, p. 41. 

23. Ibid. 1940, p. 157. 

24. Ibid. 1939, p. 154. 
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of rights of industrial property and to the receipt of fees payable in respect of acts 
initiated before the outbreak of the war. Further derogations of the general pro- 
hibition could be granted by Ministerial Decree. Such a Decree was issued on 
October 9, 1939,” permitting to the French to do such acts as were necessary for 
the preservation or obtention of rights of industrial property in enemy territory 
subject to previous authorization with respect to payments. Vice versa and on 
condition of reciprocity, enemy subjects were authorized to do all acts in France 
for the preservation and obtention of rights of industrial property. 

In Italy, the Decree of June 10, 1940,” authorized the issue of regulations to 
permit payments necessary to maintain in force trade-marks in enemy territory or 
on behalf of enemy nationals. It suspended the registration of transfers of trade- 
marks on behalf of enemy persons. 


(2) Legislative Measures for the Preservation of Trade-Mark Rights Affected 
by the War. 


It was noted that even in enemy countries that provided for restrictions of trade- 
mark rights of enemies, there were enacted provisions tending to eliminate loss of 
trade-mark rights. In these same countries rights of enemies were preserved 
through other provisions available to foreigners in general, consisting in extensions 
of terms fixed by the law, regulations or the International Convention. 

Thus, in Great Britain the Patents, Designs, Copyrights and Trade-Marks 
(Emergency) Act, 1939, provided in Section 6 that the Comptroller General of 
Patents, Designs and Trade-Marks may, subject to such conditions, if any, as he 
thinks fit, extend the time limited by the Act for doing any act where he is satisfied 


(a) that the doing of the act within the time so limited was prevented by a person’s 
being in active service or by any other circumstances arising from the existence of 
the state of war, or 

(b) that by reason of circumstances arising from the existence of the state of war, the 
doing of the act within the time so limited would be injurious to the rights or 
interests of the person by or on whose behalf the act is or was to be done or to the 
public interest. 


An extension of time may be granted notwithstanding that the time expired 
before any application or request for extension was made or that by reason of that 
act not having been done within that time, the relevant application or proceeding 
would, apart from this special extension, cease or expire or become void or invalid 
or been treated as abandoned. The powers conferred on the Comptroller to extend 
time limits in view of war circumstances may be exercised, notwithstanding that 
the exercise thereof benefits, whether directly or indirectly, an enemy or enemy 
subject. 

The extension in question applies equally to the period of the right of priority, 
under Article 4 of the International Convention as incorporated in the British Act, 
in respect of a Convention application filed in a foreign country, including an 
enemy country. Section 4 (2) of the act provides explicitly that a declaration made 





25. Ibid. 1939, p. 155. 
26. Ibid. 1940, p. 189. This put into effect a Decree of July 8, 1938. 
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by His Majesty declaring a country to be a convention country shall not cease to 
have effect by reason that His Majesty is at war with that country. 

Similar extensions of terms are provided for in the above indicated legislation of 
British Dominions. 

Germany granted similar extensions of terms. Under a Decree of September 1, 
1939, convention dates which were available to foreigners on August 26, 1939, 
were extended for a period of six months to February 26, 1940, on a strictly 
reciprocal basis. Terms for responding to official actions running on September 1, 
1939 were extended for three months. The President of the Reichspatentamt was 
authorized to issue further regulations concerning extension of terms of the Patent 
Office. 

With regard to taxes, a moratorium of three months from the due date was 
granted when notice for payment was issued after July 26, 1939. No payment of 
additional taxes due will be required until further provision is made. A postpone- 
ment of the payment of all taxes will be granted upon demand, prior to the expira- 
tion of the above extended term, provided the applicant is prevented by extraordinary 
circumstances. 

Similar extensions were granted for the territory of Austria under a Decree 
issued on September 20, 1939.*° Particularly, the extension for renewal of trade- 
marks registered in Austria was increased by five months provided that expiration 
occurred after May 26, 1939.. No additional fees are required to be paid and respite 
may be granted for payment of normal fees. 

A later German Ordinance of November 9, 1940,” provided that, if a person 
has been unable by reason of extraordinary circumstances to file within the con- 
vention priority, he may be restored in his right upon demand. An Order of the 
Ministry of Justice of the Reich will designate the foreign countries the nationals 
of which are entitled to this benefit, and presumably this order will issue only in 
cases of reciprocity. 

Italy has made no provision whatever for relief of trade-mark owners in respect 
of rights affected by the war. And this is also true of Belgium. Insofar as trade- 
marks are concerned, this absence of provisions is not particularly important since 
trade-mark registrations endure without limitation of time. The convention 
priority, however, should have been extended. 

In France, the Decree of November 26, 1939, and later the Decree of Sep- 
tember 11, 1940,** extended all terms fixed by law, regulations and international 
conventions for the acquisition or preservation of industrial property rights which 
terms had not expired on August 26, 1939, to December 31, 1940. This extension 
is granted only on the basis of reciprocity. In Syria and Lebanon the same terms 
running on September 2, 1939, were indefinitely extended on the basis of reciprocity.* 


27. Propriété Industrielle, 1939, p. 141. 
28. Ibid. 1939, p. 153. 
29. Ibid. 1940, p. 205. 
30. Ibid. 1939, p. 190. 
31. Ibid. 1940, p. 174. 
32. Ibid. 1940, p. 189. 
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In Switzerland, the Order of September 29, 1939,** extended indefinitely certain 
terms which had not expired on August 27, 1939. With respect to trade-marks the 
terms extended were those for the regularization of notices and for administrative 
appeals against decisions of the Bureau of Industrial Property. 

In Bohemia and Moravia™* the convention priority and other procedural terms 
running on September 1, 1939, were extended for a year to September 1, 1940. 
The extension of the convention priority is subject to the requirement of reciprocity. 
In case extraordinary circumstances have caused failure to renew a trade-mark 
registration in due time or to institute proceedings for the cancellation of a registra- 
tion, relief is provided for the filing of the application within two months after the 
disappearance of the obstacle which caused the omission. No reciprocity is required 
for this relief. 

The same relief is granted by Hungary under a Decree of January 19, 1940, 
although in a broader field. Any person who has been prevented by war conditions 
to do within a prescribed term any act for the acquisition of a trade-mark right or 
the omission of which caused the loss of a priority or the loss of a right or of its 
validity and such term expired after August 31, 1939, may apply for the grant of 
a new term provided that the application is filed within three months from the 
disappearance of the obstacle. This relief is subject to the requirement of reciprocity. 

In the Netherlands, the only provision on trade-marks is the general authoriza- 
tion to the President of the Patent Council to take all necessary decisions in cases 
where due to exceptional circumstances the normal application of the industrial 
property law would be precluded. 

In Denmark, the Order of June 24, 1940,* provides for relief by the President 
of the Patent Office for the payment of renewal taxes by the grant of an extension 
on application filed before the due date. The convention priority of six months is 
extended for three months and if it had expired after September 1, 1939, it is 
extended to at least September 1, 1940. Extension for the filing of proof of the 
basic application may be granted as above in case of extraordinary circumstances. 
No reciprocity is required. 

In Finland, under the Ordinance of March 21, 1940,* the term for the renewal 
of trade-marks which had not expired on November 30, 1939, is extended until 
such time as it shall be provided otherwise. Reciprocity is required of foreigners. 
The convention priority of six months is extended by one month, provided it had 
not expired on November 30, 1939. If it had so expired on November 30, 1939, or 
between such date and the coming into effect of this Ordinance of March 21, 1940, 
it was extended by one month from the latter date. A subsequent Ordinance of 
August 30, 1940,*° extended all the above terms to November 1, 1940. The exten- 
sion of the convention priority was not subject to reciprocity. 


33. Ibid. 1939, p. 156. 
34. Ordinance of February 1, 1940, Ibid. 1940, p. 82. 

35. Ibid. 1940, p. 42. 

36. Ordinance of May 23, 1940, Art. 5, bid. 1940, p. 107. 
37. Ibid. 1940, p. 122. 
38. Ibid. 1940, p. 123. 
39. Ibid. 1940, p. 174. 
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With regard to Poland, the German Ordinance of April 23, 1940,” restored the 
activity of the Patent Office at Warsaw. All terms provided by law, international 
conventions or by the Office running on August 26, 1939, were extended to Sep- 
tember 30, 1940. Renewal fees due after August 26, 1939, could be paid until 
June 30, 1940, without additional fee. Furthermore, a person who was or is pre- 
vented by extraordinary circumstances from complying with a term prescribed by 
the law may obtain restoration of the status quo within two months from the dis- 
appearance of the cause. No reciprocity is required in respect of foreigners. 

Lastly in Norway, the Decree of October 24, 1940, extended the convention 
priority of six months for trade-marks which had not expired on September 1, 1939, 
to December 31, 1940, on condition of reciprocity. The term for payment of renewal 
taxes for trade-marks falling due between April 9 and December 30, 1940, has been 


extended to December 31, 1940, on proof that war circumstances have prevented a 
timely payment. 


IV 
Three general observations are to be made with respect to this legislation : 


First, several countries have not as yet made any provision for relief or for the 
preservation of rights affected by the war circumstances. This is true of Japan, 
Sweden, Portugal, Spain, Turkey, Rumania, Jugoslavia and Bulgaria, as well as 
of Italy and Belgium. It is also true of Soviet Russia with regard to the annexed 
territories of Latvia, Esthonia and Lithuania. 

Secondly, while generally a definite extension of terms was granted originally 
in several countries to take care of the first shock of the war, later specific extensions 
were disregarded and the Patent Office authorities were given power to give relief 
when satisfactory proof was filed that the omission was due to war circumstances. 
This is the only proper way of taking‘ care of the situation created by the war. It 
gives relief in deserving cases only and avoids the general extension which may not 
be sufficient in some cases and it may give an undue benefit to persons who were not 
really prevented by the war from acting. Of course, it substitutes administrative 
discretion for legal rule, but this may not be objectionable in respect of its exercise 
by the authorities of the Patent Office which are nearly everywhere quasi-judicial in 
their attitude. 

Thirdly, foreigners are admitted to the benefits of this legislation on condition 
of reciprocity in most of the countries. This means that American trade-mark 
owners cannot enjoy any benefits of this war legislation which are available only on 
condition of reciprocity, since the United States has not promulgated any similar 
provisions. The experiences with the Nolan Act in the last war were not particu- 
larly happy and there is lack of enthusiasm for similar legislation at this time. How- 
ever, the United States might adopt legislation giving power to the Commissioner 
of Patents to grant extensions or allow restoration of the status quo in cases 
where the doing of any act was prevented by circumstances due to the war. This 


40. Ibid. 1940, p. 105. 
41. Ibid. 1940, p. 206. 
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would permit the Commissioner to grant relief in cases where this is justly and 
equitably due and at the same time it would permit Americans to take advantage 
of benefits available to them on the basis of reciprocity. 


EARLY SCOTS LAW ON TRADE-MARKS 


By W.C. Fairweather, Glasgow 


As for all practical purposes there is now but one law of trade-marks for the 
United Kingdom, and as this law has been deemed to be sufficiently accounted for 
as a development of the common law of England, early Scots law on trade-marks 
has been neglected equally by English and foreign commentators. Whether this 
neglect is wholly justified may be questioned, having regard to the importance of 
the contribution by the Scottish courts to the body of judicial law on trade-marks. 

If anticipation of English law is hardly to be found in Scottish records, paral- 
lelism of early practice in England and that in Scotland is to be noted. 

The first mention in Scots literature of the protection due to trade-marks is in 
the translation, or recension, made by Sir Gilbert of the Haye in 1456, of Honoré 
Bonet’s “Arbre des Batailles.”” In “The Buke of the Law of Armys” the question 
whether a noted owner of a coat-of-arms has a remedy against the imitation of 
these arms is put side by side with the question whether an armourer or other crafts- 
man should be punished for imitating the mark or token of another. 

Contemporaneous with the foregoing is the Scottish Act of 1457 entitled “Anent 
the reformacione of golde and silver wrocht be goldsmythis,” prescribing that in 
every burgh where goldsmiths are occupied there shall be a deacon of the craft who 
shall examine the work, and 


sall set his marke and taken thereto, togidder with the said Gold-smithes. 


When one of the chief exports from Scotland was fish, the branding of the 
barrels in which the fish were shipped received particular notice. 

Thus, in the Act of 1487 entitled “The binde of Salmond, and measure thereof” 
it is prescribed that every burgh shall have, in addition to hoop irons serving to bind 
and measure barrels containing salmon, 


a burning iron to marke the samin, under the paine of escheit of the barrel un-marked. 


On &th October 1507 it was enacted by the Council of Aberdeen 


that all couparis mak sufficient barrelis of mescur, efter the law of the realme, and 
consuetud of this burghe, and ilken man set his avne merk to his avne werk. 


The Act of 1661 entitled “Act for the right packing of Salmond” provides that 


the Barrel . . . . shall be marked with the Marking-iron, under a very particular 
Merchant-mark, as use is. And that no Burgh, or any other trading with Salmond, shall 
presume to counterfeit the Mark or Burn of another Trade, under the pain of confiscation 
of the Salmond, by and attour the punishment of the parties counterfeiters, at the pleasure 
of the Judge ordinar. 


The Act of 1693 entitled “Anent the Loyal Curing and Packing of Herrings and 
Salmon-fish” provides, inter alia, that 
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all Curers and Makers of Herrings shall put their own Mark upon their Cask by a 
Burning Iron, and whatever Herring are exposed without the Maker’s mark upon the 
Cask, the Merchants shall have no recourse for damages through the insufficiency thereof. 


That seventeenth century Scots jurists were able to grasp a modern doctrine 
may be contended on the authority of Sir George Mackenzie, Lord Advocate of 


Charles II and of James VII and II, and author of “The Science of Heraldry,” 
published in 1680. 


In “The Science of Heraldry” the law of merchants’ marks is thus summarized : 


Tho’ Merchants be most worthy Members of the Commonwealth, yet they are not noble 
nor Gentlemen by their Profession, nor should they have Coat-armours; but the Laws 
of Heraldry, and the general custom of the World allow them a Merchant’s Mark, called 4 
by the Doctors marcha mercatoria. And as no man may bear another Man’s Arms, so “= 
no Merchant may put his Mark upon another Man’s Goods, nam balla mercatorum ex 
signo cognoscuntur. And he who puts another Man’s Mark upon his own Goods or 
Bales loses his own, because that he would occasion a Confusion in Trade, and because 
the Law presumes that to be done to conciliate to the User’s Goods the Privileges or 
Advantages due to another’s: and for the same Reasons one Tradesman cannot hang up 
; another Tradesman’s Sign, whereby his Customers may be withdrawn, or Strangers may 
| be cheated to give their Sale to one who deserved it not, it being ordinary for People to go 
to such Signs where they have heard others to have bought excellent Commodities. 


It was left to the Scottish Parliament of Queen Anne, the last before the Union 
of the Scottish and English Parliaments, to pass the Act of 1705, entitled “Act for 


advancing and establishing the fishing trade in and about this Kingdom,” providing 
for the registration of brands used in this trade. 


The following quotation from the Act of 1705 may serve as a final note: 


And further, it is Ordained in manner foresaid, that no Salmond, Herring, or White Fish 
be shipped or transported from this Kingdom to Foreign Countries, but such as are made 
by the Subjects of this Kingdom, and marked with the seal of the Maker and Merchant 
Exporter thereof, to the Effect it may be known who has made the same; and the Collec- 
tors and other Officers of the Customs are hereby commanded to take and seize all 
Salmond, Herring, or White Fish, that shall be shipped in their several Precincts for 
Exportation, unless made and marked as aforesaid, And to prevent the counterfeiting of . 
the foresaid Marks, Her Majesty, with Consent foresaid, does allow any Company, ‘9 
Society, or Single Person to use and appropriate to themselves any particular Mark to be 
used by them upon Salmond, Herring or White Fish, by and attour the common Mark 
and Burn of the Port from whence they are exported, and to registrate their taking and 
using such a Mark in the publick Register at Edinburgh. And Her Majesty, with Advice 
and Consent of the said Estates, strictly Prohibites and Discharges all other Companies, 
Societies or Persons, to assume or use the Mark of any Company, Society or Person so , 
registrate; certifying such as do in the contrary, they shall be liable to the Company, 


Society or Person to whom the Mark belongeth, in the sum of Five Hundred Merks, 
toties quoties. 
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RENEWAL OF REGISTRATION OF ENGLISH WORDS BY 
ARGENTINE MANUFACTURERS 


Article 5 of the Argentine Goods Identification Law, which was passed in 1923, 
provides: “National manufacturers’ trade-marks hereafter registered or renewed, 
although they may consist of fanciful names, shall not contain words in any but the 
dead tongues or the Spanish language, except in the case of names of persons.” 

In order to avoid the above prohibition, the practice grew up of describing 
marks which consisted of foreign words as “commercial marks” rather than “manu- 
facturers’ marks,” with the result that the Patent Office for a number of years 
granted applications in that form without raising any objection thereto. Some years 
later a trade-mark so registered by an Argentine manufacturer was successfully 
attacked by a third party on the ground that the mark had been granted contrary to 
the terms of the Goods Identification Law. The law was then interpreted as apply- 
ing to commercial marks as well as manufacturing marks, and thereafter registration 
was refused unless the application made specific reference to imported goods or goods 
to be exported. 

In due course a number of the marks containing foreign words which had been 
registered by Argentine firms as commercial marks came up for renewal. In the 
present case J. & J. Drysdale & Co., an Argentine firm, had applied for renewal of 
the trade-marks “Sunbeam” and “Sunbeam Farm-Lite,” which had originally been 
registered as commercial marks in 1926. The Patent Office refused to renew the 
marks, contending that the original registrations were contrary to the Goods Identi- 
fication Law and therefore void. 

The applicant took the case to the Federal Courts, taking the position that while 
the original registrations may have been granted erroneously, the marks had stood 
on record for the statutory period of ten years and were consequently not subject to 
attack now that they were due for renewal. 

The Supreme Court, confirming the Federal Court of Appeals, ruled that the 
original registration being contrary to law, it was a nullity. Being null and void 
ab initio, and not merely voidable, there was no need for cancellation or other pro- 
ceedings in order to establish the nullity. The original act was of no legal effect, no 
rights were acquired thereunder and the Patent Office properly refused renewal. 
Hereafter, trade-marks of Argentine firms, whether they be commercial marks or 
manufacturing marks, if they contain foreign words and were not originally regis- 
tered prior to the enactment of the Goods Identification Law, must be limited in 
their application to goods of foreign origin, or products to be exported from 

Argentina." 


1. J.& J. Drysdale & Co., ex parte. 
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FRITZ V. BRIESEN 





Fritz v. Briesen, senior member of the firm of Briesen and Schrenk, New York 
City, and widely known practitioner in the law of industrial property, died on 
March 7, 1941, at the age of sixty-six. In his passing, this Association has lost a 
valued friend and supporter. 

A native of Brooklyn, Mr. v. Briesen graduated from Harvard College in 1895, 
received his law degree from New York University Law School in 1897, and sub- 
sequently the degrees of LL.M. and D.C.L. from Columbian (now George Wash- 
ington) University, Washington, D. C. 

In 1906 he became a member of the firm of Briesen and Knauth, founded by 
his father, Arthur v. Briesen, which firm was succeeded in 1917 by that of Briesen 
and Schrenk. 

Although a man of wide interests, Mr. v. Briesen devoted his time and talents 
mainly to activities in the industrial property field, wherein he aided in shaping 
needed legislation, notably the Trade-Mark Act of 1920. 

Among his many offices and professional affiliations may be mentioned: Presi- 
dent of the New York Patent Law Association, 1934-1935; vice-president of the 
American Group for the Protection of Industrial Property, 1933-1941; chairman 
of the Committee on Protection of Industrial Property of the New York Merchants 
Association, 1931-1941; member of the Committee on State Trade-Mark Legisla- 
tion of the Patent Trade-Mark and Copyright Section of the American Bar Asso- 
ciation, 1934-1936; also a director of the Legal Aid Society, member of the New 
York State Bar Association, American Patent Law Association, and the Inter- 
national Law Association. 


TRADE SLOGANS 


Since our last published list of trade slogans, the following slogan has been 
received and entered in the records of the Association : 











“Ebonettes—Beauty Aid Gloves for the Home” .........ccccceeeeveees The Pioneer Rubber Co. 


WANTED 





We are in special need of the following issues of the Reporter and will pay 50c 
for each copy mailed to our office, 522 Fifth Avenue, New York, N. Y., in good 
condition : 


December, 1938 (vol. 28, No. 12) 
January and March, 1939 (vol. 29, Nos. 1 and 3) 
March, 1935 (vol. 25, No. 3) 


We will pay the same price for copies of the Bulletin, issue of November, 1940. 





